
Ten years since the OHIM opened
for business
Wubbo de Boer
President of the OHIM

The Office for Harmonisation in the Internal
Market (Trade Marks and Designs) has re-
cently celebrated its tenth anniversary. The
OHIM, a Community agency specialising in
the registration of intellectual property
rights, began its activities in 1994. I would
like to mention two facts which most stand
out in my mind from these ten years. On
the one hand, the OHIM has received
425,000 Community trade mark applica-
tions, confirming that this intellectual prop-
erty right is an essential element of the
competition system that the European
Union Treaty aims to establish and main-
tain. On the other hand, nearly 100,000
Community designs have been granted to
date making it the most popular right of its
type in the world. I am convinced that
these statistics clearly demonstrate that
the creation of Community intellectual
property rights has been an unqualified
success.

With respect to the OHIM's current situa-
tion, I would like to make three observa-
tions.

Firstly, the OHIM has recently met two im-
portant challenges that have been of great
benefit to users of the system: the enlarge-
ment of the European Union and its adhe-
sion to the Madrid Protocol. The former
meant an extension, from 1 May 2004, of
the scope of protection of Community trade
marks and designs to the 10 new Member
States, while the latter enables the EU to
be designated in international applications
and international protection to be obtained
through Community trade mark applica-
tions as from the entry into force of the link
between the Community trade mark sys-
tem and the international trade mark sys-
tem managed by the WIPO (World Intellec-
tual Property Organization).

Secondly, we are aware that speed and
coherence in the management of adminis-
trative files are vitally important to our

users. In this sense, the OHIM has recently
made considerable efforts to improve its
services, reducing the time taken to pro-
cess Community trade mark and design
applications and increasing the functions of
the e-business system, which has accentu-
ated the quality and efficiency of our proce-
dures.

Thirdly, we are confident that the OHIM's
solid financial situation will enable us to
pass some of the savings on to Community
trade mark applicants in the form of a fee
reduction. In this sense, at the beginning of
2005 the European Commission, which is
competent to set fees for the services pro-
vided by the OHIM, presented a proposal
to modify our fee structure. This is cur-
rently at the discussion phase in Brussels.

As I was able to explain to His Majesty the
King of Spain and the other high authori-
ties that assisted a ceremony for the tenth
anniversary of the OHIM on 9th September
2004, ten years is not very long in the life
of an institution. We are just beginning and
there is still a lot left to do. However, we
will continue to strive to be useful to the
business community that competes day af-
ter day in the large European market since
this, and no other, is our raison d'être. This
is the grain of sand that the OHIM wants to
contribute to consolidating the European
project.
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50 years of the "Fraunhofer Patent Centre for German Research"

Inventing, patenting, making a profit
RA Nikolai Schmeißer
PST
Dr. Hubert Müller

If it were really as simple as the title
suggests, the Patent Centre wouldn't
be necessary. But whoever wants to
make money from their inventions
needs technical support. This is valid
for universities as well as for other
research institutions, SMEs, and pri-
vate inventors.

Since 1957, i.e. for nearly 50 years now,
there has been a specific code in Ger-
many, inventor-friendly in international
comparison, called the law on Em-
ployee's Inventions (ArbEG). Such spe-
cific regulation in a specific code only
otherwise exists in Scandinavia. In other
countries, these regulations form part of
the patent law and in some countries,
this issue is left to the courts, as e.g. the
USA. The law on Employee's Inventions
resolves the conflict of interests be-
tween the employed inventor and his
employer by giving the employer the
right to claim the invention on the one
hand, and on the other hand by giving
the inventor the right to claim reason-
able compensation for the invention.

The Fraunhofer Gesellschaft (FhG) is
the biggest European contract research
organization with about 12,000 employ-
ees and 1 billion Euro annual turnover.
Since 1955, the FhG hosts the Patent
Centre for German Research (PST).
At first, the PST's only task was to sup-
port so-called free inventors in the appli-
cation and exploitation of their inven-
tions. Under German law, free inventors
are persons that are not employed by
an employer or, alternatively, whose in-
ventions are not claimed or released by
an employer. Until the ArbEG was
amended in 2002, university professors,
lecturers and assistant lecturers also
counted as free inventors. It is the
Patent Centre's responsibility to encour-
age them to file a patent application
when they have a potentially economi-
cally interesting invention by giving fi-
nancial as well as practical help, and
also to support them in the commercial
exploitation phase by looking for inter-

esting partners and helping in the nec-
essary license negotiations.

Ever since the drastic amendment of
the ArbEG, it is the universities in Ger-
many and not the employees that de-
cide what happens to their inventions.
Prior to this amendment, professors and
any other university teaching staff had
the privilege, compared to “normal”
company employees, of deciding if their
invention would be dropped, commer-
cially exploited, or transferred free of
charge to a third party (company), e.g.
in the context of a research assignment
to a chair of the university.

It was quickly realized that universities
couldn't immediately take advantage of
this new opportunity to gain additional
income because they lacked trained
personnel for the task. After all, compa-
nies employ a large team of specialists
in their patent departments to protect
and commercially exploit their intellec-
tual property. In the future, exploitation
of their research results as well as find-
ing external funds will become a major
factor in the enhancement of universi-
ties' and research institutions' profile.
Therefore, the German Federal Ministry
of Education and Research (BMBF)
launched an offensive leading to the es-
tablishment of 22 Patent Valorisation
Agencies (PVA) in Germany. Two are
established at the Patent Centre, one in
charge of the inventive potential of
15,000 scientists at Bavarian universi-
ties, and the other in support of nation-
wide public and private research facili-
ties that hadn't previously had any spe-
cialized knowledge on protection rights.
Beside its original task of supporting
free inventors and SMEs in commercial-
ising their inventions, the Patent Centre
also maintains two of the biggest Ger-
man Patent Valorisation Agencies,
namely BayernPatent and
ForschungsPatent.

Firstly, experts in the field (biologists,
chemists, physicists, etc.) conduct a

professional assessment of the
patentability and economic viability of
every invention. When they positively
assess an invention, the patenting pro-
cess is coordinated, negotiations for its
commercial exploitation are started and
negotiations on the contractual condi-
tions are supported.

The numbers clearly illustrate the Cen-
tre's activities: during the past 6 years
there has been a total of more than
7,700 inventions submitted and as-
sessed for their commercial usability at
the Patent Centre. Ever since the estab-
lishment of the PVAs in 2002, 1,270 in-
ventions have come out of Universities
and research centres alone. 660 inven-
tions have been further funded by the
Patent Centre.

The work of the Patent Centre has born
fruit: about 140 inventions have been
successfully exploited over the past 6
years and have resulted in 116 licensing
agreements. 38 of these agreements
were brought about by the PVA. It's also
worth mentioning that three university-de-
rived companies were founded and that
these “mother” universities have shares
in the companies. Furthermore, some of
the institutes have received payments
totalling 1.2 million Euros for the further
development of their respective tech-
nologies in the context of cooperation
agreements. During the past 6 years,
the Patent Centre has received an in-
come of 4.4 million Euros from exploita-
tion. In 2002, there was a special addi-
tional payment of nearly 60 million Eu-
ros from a judicial composition proceed-
ing.
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Commercialisation vs. Dissemination in FP6

The Challenge for Academic Participants
Wiktor M. Kurzeja
EU Contracts Officer
The University of Nottingham

As each subsequent Framework Pro-
gramme (FP) becomes more complex
and ambitious, academic participants
are responsible for taking a greater and
more proactive interest in safeguarding
their role and interests in EU-funded
collaborative research projects. How-
ever, at the same time as protecting ef-
fective research collaboration and
knowledge transfer, the provisions of
the Model Contract should help to es-
tablish a fair and well balanced frame-
work that enables all participants to
work together to achieve common goals
and have a fair share in a project's suc-
cess.

Since one of the Framework Pro-
grammes' objectives is to increase the
competitiveness of European industry,
the provisions of the Model Contracts
(in FP5 and FP6) have been clearly ori-
ented towards the economic exploitation
of project results (knowledge).

This has been reflected in the provi-
sions of the Model Contracts. The provi-
sions of the Model Contract in FP6 are
very clear - industrial and commercial
applications take precedence over dis-
semination (Article II.1.8). They also
(Article II.33.1) impose an obligation on
the owner of knowledge capable of in-
dustrial or commercial application to
provide for its adequate and effective
protection - protection takes precedence
over dissemination.

A proper understanding of the implica-
tions of these two guiding principles is
of particular importance for academic
participants.

While gaining commercial advantage is
probably one of the most important is-
sues that influences industry participa-
tion in EU-funded research projects, the
ability to publish results that are of sci-
entific interest is an essential considera-
tion for academic participants.

However, while the term "publication" is
not defined anywhere in the Model Con-
tract, the definition of the term "dissemi-
nation" (Article II.1.8) is quite broad and

encompasses publication activities un-
dertaken by academic participants as
referred to in Article II.33.3 of the Model
Contract and the disclosure of data con-
cerning the project results in teaching
materials or at conferences.

Article II.34.2 of the Model Contract
states that:

"If dissemination of knowledge would
not adversely affect its protection or its
use, the contractors shall ensure that it
is disseminated within a period of two
years after the end of the project".

Hence, if the dissemination of knowl-
edge could adversely affect its use, the
other contractors may object to any
form of dissemination, including publica-
tion activities undertaken by academic
participants.

The definition of the term "knowledge"
(Article II.1.14) recognises that not all
knowledge can be protected, i.e., con-
stitute the subject matter of a patent or
any other form of IP right.

Thus, one can ask the question:

Is the scenario where the knowledge
generated by an academic participant is
not protectable but is capable of indus-
trial or commercial application and one
of the industrial participants needs it in
order to use its own knowledge, a likely/
feasible one?

(In this case, the term "use" refers to the
second part of its definition in Article
II.1.30 i.e., "the direct or indirect utilisa-
tion of knowledge for developing, creat-
ing and marketing a product or process
or for creating and providing a service").

If the answer to the above question is
yes, then the industrial participant could
request that the knowledge generated
by the academic participant is kept con-
fidential in order to enable it to take ad-
vantage of the commercial window of
opportunity created. Thus, the industrial
participant can object to the publication
of the academic participant's knowledge
on the grounds that this publication

would adversely affect the use of its
own knowledge (i.e. by making it freely
available to its competitors. It is proba-
bly worth adding here that some of
these competitors may not be other Eu-
ropean companies).

While in the case of protectable knowl-
edge, it is relatively easy to agree on
the period required to ensure the knowl-
edge is adequately protected before
publication, this may not be the case
when it comes to non-protectable
knowledge. This is because the ex-
ploitation of non-protectable knowledge
depends on other factors such as the
completion of further research and de-
velopment work and the duration of the
economic life of the final product, i.e.,
the period during which the final product
can be expected to generate an eco-
nomic benefit.

Thus, the period of time for which the
knowledge will have to be kept confi-
dential (in order to take advantage of
the commercial window of opportunity)
could be so long that any future scien-
tific publication is rendered impractical
from the point of view of novel scientific
content.

In accordance with the provisions of Ar-
ticle II.33.1 and the definition of the term
"legitimate interest", the academic par-
ticipant in question would have to
oblige.

There is one more issue here. The pro-
visions of Article II.33.1 impose an obli-
gation on the owner of knowledge that
is capable of industrial or commercial
application to provide for its adequate
and effective protection. In cases where
adequate protection means patenting,
the owner is thus expected to meet the
financial costs associated with such pro-
tection and its maintenance. In accor-
dance with the provisions of Article
II.35.3.a of the Model Contract, a con-
tractor is obliged to grant access rights
to its knowledge if it is needed by other
contractors in order to use their own
knowledge. According to the provisions
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of the aforementioned article, such ac-
cess rights have to be granted on a roy-
alty-free basis, unless otherwise agreed
before the contract is signed with the
Commission.

Thus, if academic participants are not
careful and do not negotiate better
terms during negotiation of the Consor-
tium Agreement (CA), they might find
themselves in one of the following
predicaments:

· if the knowledge is not protectable,
academic participants might find
themselves in a position where not
only will they not have a share in the
economic benefits of successful ex-
ploitation, but they will also be pre-
vented from publishing their own re-
search results.

· if the knowledge is protectable, aca-
demic participants might find them-
selves in a position whereby the
economic benefits will only go to the
industrial participants and they will
be left with the financial costs asso-
ciated with such protection and its
maintenance.

In the second case, when an industrial
participant invokes Article II.35.3.a, an
academic participant will not only miss
out on a share of the successful ex-
ploitation but this would also signifi-
cantly hinder its ability to exploit its own
research results due to its reduced abil-
ity to offer exclusive access rights to
third parties. While in principle aca-

demic participants may undertake the
exploitation of their own knowledge,
they would have to do so by an indirect
route, i.e., spin-out companies and li-
censing. However, the ability to offer ex-
clusive access rights to a third party is
required for both options.

The point I would like to make here is
that in a viable consortium, industrial
participants would be a natural, and
from an academic participant's point of
view the most efficient, route for the ex-
ploitation of most commercial opportuni-
ties arising from the project. Although
finding an alternative field of application
(for which exclusive access rights could
be granted) for the knowledge in ques-
tion is theoretically possible, this is not
necessarily practical or possible in real
life due to the complexity of the process
and the level of specialist skills needed.
Academic participants frequently lack
the necessary structures or resources to
do so.

It could also be argued that, although all
possible routes for exploiting the knowl-
edge need to be considered, in most cir-
cumstances the ones offered by the in-
dustrial participants in a consortium are
most likely to be the greatest and best
use of the knowledge generated on the
project. One cannot overemphasise
here how important it is for academic
participants to be aware of and fully un-
derstand the obligations and rights im-
posed on the contractors by the Model
Contract and the ability to define the na-

ture of their interests in the project - re-
gardless of whether they have any eco-
nomic interest in the project's results.

Only then will they be able to properly
and effectively negotiate the CA with
other project partners. However, negoti-
ating an effective and fair CA is not a
goal in itself. Taking a greater interest in
knowledge management on the project
and in particular what goes into the plan
for using and disseminating the knowl-
edge, is also critical to safeguarding
one's interests and to a successful par-
ticipation. The reason for this is that, in
accordance with the provisions of Article
II.34.1, the contractors shall set out the
terms of use in a detailed and verifiable
manner, notably in the plan for using
and disseminating the knowledge.
Hence, one could argue that any com-
mercial application not included in this
plan would not be covered by the provi-
sions of the Model Contract (i.e. the
contractors' rights and obligations re-
garding access rights) and normal com-
mercial arms length conditions would
apply to any access rights negotiations.
Of course, this point could be reinforced
in the CA.

Unification of the conflict rules concerning intellectual property right infringements
Marek Swierczynski
PhD student at Uniwersytet Slaski

Determining the law applicable to inter-
national infringements of intellectual
property rights is one of the greatest dif-
ficulties of our times.

There is a universally recognized princi-
ple of the law of the country in which
protection is claimed (lex loci protectio-
nis). This rule, also known as the "territo-
rial principle", enables each country to
apply its own law to the infringement of
an intellectual property right that is in
force in its territory. Both the Berne
Convention for the Protection of Literary
and Artistic Works of 1886 as well as

the Paris Convention for the Protection
of Industrial Property of 1883 are based
on this principle. This solution confirms
that the rights held in each country are
independent. Therefore in copyright
cases, the courts apply the law of the
country where the violation is commit-
ted. On the other hand, the counterfeit-
ing of an industrial property right is gov-
erned by the law of the country in which
the patent is issued or the trademark or
model is registered.

The special conflict rule concerning in-
ternational infringements of intellectual

property rights was put forward in the
Proposal for the Regulation of the Euro-
pean Parliament and the Council on the
Law Applicable to Non-Contractual Obli-
gations ("Rome II Proposal"). The aim
of this proposal is to unify Member
States' rules on the conflict of laws re-
garding non-contractual obligations and
thus further the harmonization of private
international law in relation to civil and
commercial obligations.

Article 8 of the Rome II Proposal lays
down special rules for non-contractual
obligations resulting from an infringe-
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ment of intellectual property rights. In
this article the term intellectual property
rights means copyright, related rights,
the sui generis right for the protection of
databases and industrial property rights.
The Proposal recognizes the fact that
copyright and other intellectual property
rights have their own special and uni-
versally accepted rules (mentioned
above), with which the general rules on
non-contractual obligations are not com-
patible. An example of such a general
rule is art. 3(2) of the Proposal, which
provides that in situations where the
person claimed to be liable and the per-
son sustaining harm both have their ha-
bitual residence in the same country
when the damage occurs, any non-
contractual obligations shall be gov-
erned by the law of that country. How-
ever, according to Article 8 of the Rome
II Proposal, the law applicable to a non-
contractual obligation arising from an in-
fringement of an intellectual property
right shall be the law of the country in
which protection is sought (and not the
law determined by the general conflict
rules).

Unfortunately, the wording of Article 8 is
ambiguous, which may lead to different
interpretations in identical cases. In-
deed, in its commentary on Article 8, the
Commission itself expressly confirms
that the "territorial principle" (as used in
Article 5(2) of the Berne Convention) is
to be understood as referring to "the law
of the country where the violation was
committed". In other words, the law ap-
plicable to a non-contractual obligation
resulting from an infringement of an in-
tellectual property right shall be the law
of the country in which protection was
sought and in which the act of infringe-
ment was committed. The wording of
the Article 8 may suggest that the appli-
cable law should be the law of the court
(lex fori).

Thus such a simple and yet ambiguous
conflict rule does not really help to de-
termine the applicable law. This is par-
ticularly important in cases of infringe-
ments of intellectual property rights
committed through modern means of

communication, in particular the Internet
(Internet-related torts). It is difficult to
determine the law of the country where
the violation was committed because of
the difficulties in localizing the infringe-
ment. The meaning of the place of in-
fringement, once obvious in geographi-
cal terms, is becoming very difficult to
apply in cyberspace. The points at
which the infringing acts begin and end
become indistinguishable as transac-
tions simultaneously cross multiple bor-
ders in global, interactive networks (See
Paul Edward Geller, "International Intel-
lectual Property, Conflicts of Laws, and
Internet Remedies", European Intellec-
tual Property Review 2000, vol. 22, no.
3, p. 125). As a consequence of localiz-
ing the infringing act in one place or an-
other, a court might apply the law of one
country or another throughout the global
network.

Now a general question arises: how
should the term "place of the infringing
act" be understood in the case of the In-
ternet-related torts? There are major di-
vergences between Member States in
this field. It is true that almost all Mem-
ber States accept that torts and of-
fences are governed by the law of the
place where the act is committed. The
application of this rule is problematic in
the case of what are known as "com-
plex" or "distant" torts and offences,
where the harmful event and the place
where the loss is sustained are spread
over several countries. It is worth under-
lining that the recent developments in
conflict law tend to support the law of
the country where the damage is sus-
tained. Some authors consider that this
rule needs to be combined with other
criteria, i.e. so that the claimant can opt
for the law that is most favourable. But
this option can be recognized as a viola-
tion of the "territorial principle", which
should be respected with regard to intel-
lectual property rights. Others suggest
leaving the decision to the court, which
should determine the law (country) with
which the situation is most closely con-
nected (See François Dessemontet,
"Conflicts of Laws for Intellectual Prop-

erty in Cyberspace", Journal of Interna-
tional Arbitration 2001, 18(5), p.
487-510). This solution is dangerous for
the parties to the obligation because,
before the arbitrary decision of the
court, they cannot anticipate the appli-
cable law.

It is essential that the future conflict rule
precisely determines the law applicable
to non-contractual obligations arising
from infringements of intellectual prop-
erty rights and also Internet-related
torts.

In conclusion, I consider that Article 8 of
the Rome II Proposal should take as its
basic rule the law of the place where the
direct damage arises or is likely to arise.
This solution seems to be in line with
the "territorial principle". Furthermore,
this rule can be subject to flexible inter-
pretation. In principle, the place of dam-
age should be understood as the injured
party's country of residence but in some
situations the place of damage could be
understood as the country of the market
targeted by the infringements. Thus the
law of this country can apply to the ex-
tent that some of the Internet user's ac-
tivities threaten or cause damage in this
country's market.

Owners of intellectual property rights
generally favour the conflict rule based
on the place where the direct damage
arises or is likely to arise. In general,
their property interests are efficiently
protected by the application of this law.
On the other hand, responsible persons
could be at a considerable disadvan-
tage when their activities are subject to
the law of foreign countries. But is it
possible to create another special con-
flict rule, which would be consistent with
the "territorial principle"?
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The Spanish industrial design law reform
José Macías
Technical Advisor to the Legal Coordination and International Relations Department
Spanish Patent and Trade Mark Office (Oficina Española de Patentes y Marcas (OEPM))

The reform of Spanish industrial design
law to bring it into line with Directive
98/71/EC was carried out by Law
20/2003 of 7 July on the Legal Protec-
tion of Industrial Designs (IDL) (Official
State Journal no 162 of 8 July). The law
entered into force on 9 July 2003, ex-
cept for the procedural rules, which
came into force on 8 July 2004. The
law's implementing regulations were ap-
proved by Royal Decree 1937/2004 of
27 September.

With the IDL, the long validity of the
1929 Intellectual Property Law came to
an end. The latter governed the protec-
tion of industrial models and designs
and industrially applicable artistic mod-
els.

The law is limited to registered designs,
on the understanding that the Commu-
nity protection of the unregistered de-
sign makes any national regulation su-
perfluous, since unregistered designs
that meet the conditions for protection
set out in EC Regulation 6/2002 will au-
tomatically be included in the scope of
the Community protection.

Community law predetermined the legal
changes inherent to the new model,
which particularly affect the legal defini-
tion of an industrial design, the protec-
tion requirements, the concept of disclo-
sure in relation to which they are de-
fined, and the scope, duration and limits
of the legal protection. This is because
the IDL is mainly a transposing law.
Therefore, the internal law governing
this type of question substantially coin-
cides with the harmonising laws of said
Directive, and also with that set out on
Community designs or models in Regu-
lation 6/2002 of the Council of 12 De-
cember 2001.

However, the IDL also aims to meet the
requirements of the design industry,
covering enormously varied and hetero-
geneous sectors, which have as their
common denominator the need to enjoy
quick, flexible, effective, and cheap pro-
tection, and without going to the other
extreme of over-protection. As such, the
law aims to guarantee effective legal

protection without obstructing the inde-
pendent creation of new designs.

The aim of providing strong and flexible
protection that is easy to obtain is re-
flected in the registration process, the
scope and content of the rights, and the
means of defending a registered design,
for example instituting proceedings and
interim measures.

As regards the registration procedure,
the IDL establishes a system which,
while respecting the respective compe-
tencies of the State and of the Au-
tonomous Communities, aims to com-
bine the rapid grant of effective protec-
tion through registration (automatic pre-
liminary examination and rapid grant)
with the requirements of legal certainty
and the defence of third party rights
(post-grant opposition).

Multiple applications of up to 50 designs
are accepted, on a decreasing fee
scale. The designs included in multiple
applications are legally independent and
can be assigned, charged or licensed
separately. An applicant can also ask
for publication of the design to be de-
layed for up to 30 months, for example
to make it coincide with the commercial
launch of the product and to keep it se-
cret until then.

Once an application has been accepted
and assigned a filing date and has
passed the admissibility and formal ex-
aminations carried out by the competent
organisation to receive applications, a
preliminary examination is carried out
by the Spanish Patent and Trade Mark
Office (OEPM).

In the preliminary examination, as re-
gards substance, the examiner only ver-
ifies whether the subject of the applica-
tion is a design as legally defined in Arti-
cle 1.2 IDL and that it is not contrary to
public policy or morality. Possible de-
fects not raised beforehand are also
checked for where these would have to
be corrected before publication of the
design.

Once the preliminary examination has
been passed (whether immediately or

following the correction of defects) the
design is granted and published, unless
a delay in publication has been re-
quested, and has full effect from then
on.

The new law maintains the possibility of
opposing a registration, but unlike the
system under the Industrial Property
Law where oppositions were made ear-
lier as part of the general grant process,
under the IDL oppositions are made af-
ter grant and are an independent proce-
dure. In this way, the applicant's inter-
ests in rapidly protecting its design and
the defence of third party rights are
combined, giving third parties the possi-
bility of bringing the cancellation of the
registration before the Administration, at
a short deadline and at minimal cost.

Oppositions can only be based on one
of the grounds for refusing registration
that the Administration is not able to ex-
amine in the preliminary examination,
including the lack of novelty and singu-
lar character of the design applied for
and, in the event that they are upheld,
these will lead to the cancellation of the
design registration with retroactive ef-
fects. The deadline for filing an opposi-
tion is two months from the publication
of the design and "any person" can
bring an opposition, except when it is
based on the existence of earlier rights
that are incompatible with the registra-
tion being challenged, in which case
only the holders of these rights are able
to do so.

The restrictions on legal entitlement to
file an opposition are established by the
Community Directive, where the ex-
haustive list of grounds for the refusal or
invalidation of a registration are also set
out.

An administrative appeal can be
brought against the grant or refusal of a
registration, or against the decision in
an opposition. However, when it is
based on grounds for refusal that aren't
considered in the preliminary examina-
tion, it may only be brought by the par-
ties to an opposition proceeding based
on said grounds and against the deci-
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sion in that opposition.

The right granted by the registration of a
design following its publication is exclu-
sive and absolute against any use of the
design within the scope of registered
design protection. Its content covers
acts of using the design, meaning man-
ufacturing, offering, commercialising,
importing and exporting or using a prod-
uct that incorporates the design, as well
as storing said product for any of the
aforementioned purposes.

The full effectiveness of the right is logi-
cally not linked to the grant itself, but to
the publication of the design, which is
always later. However, during the period
prior to publication, the applicant has
limited provisional protection, which it
can enforce against any persons it has
notified of the presentation of the appli-
cation and its content.

The scope of protection covers any de-
sign that does not produce an overall
different impression in an informed user.
The author's freedom in creating the de-
sign will be taken into account when de-
termining this. Protection lasts for five
years from the filing date and is renew-
able for successive periods of five years
up to a maximum of twenty-five.

The main limits on the exclusive right
are from exhaustion under Community
law, and rights deriving from a prior use
in good faith. Otherwise, the right to the
design cannot be claimed to be re-

stricted due to the possible infringement
of other rights. This rule aims to avoid
preventative designs and is particularly
relevant in this case given the ease of
access to the designs register.

The so-called "areas of immunity" also
limit the right holder's exclusive rights,
such as acts carried out for non-
commercial purposes in a private
sphere and acts carried out for illustra-
tive research or teaching purposes un-
der certain conditions.

Lastly, the right to defend the right is
materialised in the possibility of bringing
proceedings in civil and criminal cases,
although logically, the IDL only refers to
civil proceedings to obtain the cessation
of an infringing act, the relief of its ef-
fects, and compensation for damages.
Publication of the decision is provided
for at the infringer's cost and coercive
damages are also included for each
day's delay in ceasing the infringing ac-
tivity, as well as the design right holder's
right in any event to receive 1% of the
total revenue made by the infringing
party from products including the pro-
tected design, without prejudice to the
right to receive additional compensation
if greater harm is proven.

In addition, in terms of damages, the
law establishes the objective liability of
the manufacturer or importer or person
responsible for the first commercialisa-
tion of the product that causes an in-

fringement of the registered design.

The possibility of requesting preliminary
or interim measures is the same as un-
der Title XIII of the Spanish Patent Law,
referred to in the first additional provi-
sion of the IDL, with the exceptions es-
tablished therein and taking into ac-
count the amendments made to said Ti-
tle by Law 1/2000 of 7 January on Civil
Procedures.

Lastly, the system of international regis-
tration has been updated, and Spain's
instrument of accession to the 1999
Geneva Act of the Hague Agreement
(GA) of 23 September 2003 has been
filed. Spain is the third country to have
the minimum number of applications for
the Act to enter into force as set out in
Article 28 of the GA. Until then, the sys-
tem for international registrations with
effect in Spain was only governed by
the London Act of 1934. The number of
international registrations with effect in
Spain in accordance with the Geneva
Act is still low, but will increase as
States with a significant volume of inter-
national applications ratify the Act.
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Patent of the month

Sun in the night

Airstar, an illuminated inflatable balloon,
was created by the French inventor Pierre
Chabert. This lighting unit meets many
challenges, particularly those faced by
photographers on film, television and com-
mercial productions, as it can provide a
powerful source of light with high-wattage,
no shadows, no hot point, and no glare.
An observer can look directly at the bal-
loon without being dazzled whatever the
power level because specially designed
covers create a diffused light. A lighting
balloon inflated with air or helium is
equipped with halogen or HMI discharge
lamps. A sophisticated electric system al-
lows the balloon to operate at heights of
up to 50m (163.75 ft.) and to light an area
of up to 4 hectares (432,000 sq. ft.). The
unit is constantly attached to a point on
the ground and has a special security sys-
tem.

Thanks to these characteristics, the light-
ing balloon is the perfectly safe, homoge-
nous and uniform light source utilized by a
variety of industries from film and live

events to rescue operations and construc-
tion. With this invention, a great advance
was made for staged productions, com-
mercial productions, nighttime construc-
tion as well as television broadcasts, film
productions, and indoor or outdoor filming.

The invention is undoubtedly of great in-
terest, in particular to the film industry, as
Chabert's spherically shaped lighting bal-
loon can be suspended in locations no
other light fixture could safely reach. The
inventor company's involvement in the film
industry came in 1996 when Airstar was
commissioned to light the nighttime shots
of James Cameron's Titanic at Rosarito
Beach, Mexico. Since then, the company's
products have been used in the produc-
tion of many films, photo shoots, videos,
and commercials. For example, Brother-
hood of the Wolf, The Mexican, Cast Away
and Mission Impossible 2 were made un-
der the powerful, creative light diffused by
an Airstar illuminated inflatable balloon.

Airstar's unique unit was distinguished
with the 2003 the Academy Award for
Technical Achievement for the introduction

of balloons with internal light sources to
provide lighting for the motion picture in-
dustry.

· Airstar

·www.airstar-light.us/airstar_lighting.ht
ml

·www.airstar-light.us/home.html

·www.airstar-light.com

·lightingdimensions.com

·www.presences-grenoble.fr

· The Patent

·v3.espacenet.com

Put sound where you want it 1

Imagine a system which aims sound as
precisely as a light beam. If you are inside
the beam you can hear the sound loud
and clear. Outside, there is only silence. A
few innovative companies are already ac-
tive in this field.

The potential of such a system is enor-
mous: supermarkets could beam product
enticements at customers, dance clubs
could divide their room into different music
zones, car passengers could listen to dif-
ferent music, etc.

Try to find relevant patents covering this
concept using esp@cenet®.

Solution to the last quiz
Increasing the speed of boats by
injecting bubbles under the hull
You can reduce the drag of boats by up to
50% by injecting a small amount of bub-
bles under the hull. This intriguing inven-
tion could be very useful for naval and
commercial shipping companies, who
could use it to save on fuel and trans-
portation costs. This phenomenon has re-
cently been investigated by Dutch Re-
searchers at the University of Twente.

Try to find patents relating to similar sys-
tems using esp@cenet®.

More on this phenomenon

Solution
Step one: To retrieve similar
patents, define the concepts best
covering the invention - common
technical features that may be
found in patents relating to the
subject - and per concept, define
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the most comprehensive set of
synonyms covering it. This set of
synonyms can then be combined
as keywords in the patent
database.
In our case, the following concepts -
groups of synonyms covering the different
aspects of the invention - can be defined:

· boat, hull, ship

· bubble*

· drag, friction

The combination "boat bubble" yields the
following list

containing several relevant patents like:

US2003164133 Hull attachment for place-
ment of drag reducing bubbles

Even if this first document shows that this
idea is well covered by patents, one can
continue the search by taking advantage
of the patent classification system.

Step two: check the classification
assigned to the relevant patent(s)
found and use this classification
to continue the search.
The classification assigned to the retrieved
patent (B63B1/38) corresponds to the fol-
lowing definition: Means for varying hydro-
dynamic or hydrostatic features of hulls by
reducing surface friction using air bubbles
or air layers.

This definition corresponds exactly to the
concept we are looking for. We can con-
tinue using this symbol as a search crite-
rion to retrieve all documents under the

classification corresponding to our search
subject.

Using this classification as a search crite-
rion yields the following list of 864 relevant
patent documents.

This can be considered quite a compre-
hensive search of all the documents clas-
sified by the European Patent Office. A
few additional results could certainly be
obtained by using keywords only. As
usual, a more professional approach is re-
quired if the search results will influence a
business decision.

1
Test your patent-searching skills!

The esp@cenet quiz is an exercise pro-
posed to our readers. Its aim is to show
that patent searching can be an exciting
quest, yielding relevant results in almost
all technical fields.

IP eModules

IPR Awareness Tools and Services 1

A profusion of information
Looking for the definition of a patent on
the Internet by entering the search string
"a patent is" yields more than 100 000 dif-
ferent results. This illustrates the profusion
of IPR information available on the Web.

Needless to say, this profusion does not
always result in good answers to specific
questions.

You are a user: how should you
best use Web information tools?
People are increasingly turning to the Web
to obtain IPR-specialised information. It is
sometimes wise to send your request to
specialised services like the IPR-Helpdesk
or local or international initiatives in the
field before searching the Web.

If you are using a search engine, the best
results can often be obtained by entering
a search string. This string of terms will be
selected from parts of sentences that will
most probably be contained in possible

answers. For example, if you are looking
for cost information, you can search for: "a
patent costs". If you search for information
on finding a patent attorney, you can use
the string: "to find a patent attorney".

To find search strings, use your imagina-
tion to guess possible sentences that will
be in answers you are looking for.

You are an information provider:
be aware of the plethora of
services
If you are an IPR information provider, it is
essential to consider all existing content
and tools before starting to develop new
ones.

There is no definitive methodology for per-
forming this inventory. It is highly advis-
able to check with an IPR Web content
developer who has done this type of work
before. A number of lists of links can also
be consulted for that purpose. See the fur-
ther reading chapter.

Future developments in this field will prob-

ably result from collaborative work using
tools similar to WIKI, where content can
be updated by everyone. Wikipedia is a
very powerful online encyclopaedia based
on this principle.

To sum up
The WEB is the perfect tool for dissemi-
nating information. It is extensively used
by all IPR information providers and cre-
ates a huge source of information. How-
ever, it is often difficult to retrieve specific
answers. This can be addressed by better
searching for users and by providing bet-
ter content for information providers.

Read more
Recommended Reading and List
of Links
A limited selection of initiatives aimed at
improving IPR awareness (not including
the IPR-Helpdesk)

· IP-Europe

· IPR-Guide
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· WIPO-SME Site

· Der Patentserver, from the German
Ministry of Education and Research

IP Education initiatives
· EPO European Patent Academy

· WIPO Worldwide Academy

· IP Professor from IP Australia

Example of IP Awareness
publications
"Crystal Clear" publications by the UK
Patent Office

· Patent Basic Facts

· Patent Essential Reading

· Patent Application Guide

WIPO SMEs publications

Sites where IPR-awareness
material is almost
comprehensively referenced
EPO Links collection

British Library Patent Links, Part 1, Part 2

IP-Mall links

An example of useful IPR content not of-
ten found on the Internet: a tutorial from
the Canadian Intellectual Property Office
on how to write a patent.

1
This section is aimed at providing our tar-
get users with a small web module to en-
hance their IP knowledge. It targets re-
searchers or persons who need basic IP
knowledge at work.

Each module will tackle a specific subject
using material and examples available
from the Web.

RTD eModules

EU research funding endeavours to foster
innovation across Europe by bringing to-
gether high-potential collaborators from
different countries and research back-
grounds for joint RTD projects. The major
funding scheme, the 6th Framework Pro-
gramme (FP6), focuses on support based
around specific research themes.

This time "RTD in practice" presents the
results of a project funded under the Infor-
mation Society Technologies (IST) pro-
gramme.

Test the effect of sound
transmission in buildings online!
The DIVERCITY project has developed a
software application that allows users to
check different construction materials and
building designs for their effect on sound.
The application is intended to be used by
the construction industry as a collaborative
tool to ease the joint work of the different
partners involved in the building process.

The software can visualise and simulate
construction design projects using differ-
ent materials. It utilises technical drawings

produced by computer aided design
(CAD) packages and generates an acous-
tic simulation by modelling the properties
of specific sound sources and building ma-
terials.

Professionals can use the application on-
line to test the effect of sounds within a
building constructed with different materi-
als. They can, moreover, modify the space
and layout of the building within the appli-
cation if required and check the impact of
those changes. The programme simulates
different sound sources and volumes.
Windows and doors can be opened and
closed virtually. The user can also simu-
late listening from different locations within
the building.

The application has also taken into ac-
count that the collaborators on a project
may not all be in the same place for the
testing. The system uses virtual reality and
Internet technology to provide access via
headphones so that architects and engi-
neers in remote locations can also partici-
pate in the test and modification proce-
dure.

In particular, schemes where soundproof-
ing is crucial (such as in the design of of-
fices, hotels and industrial facilities) can
benefit from the simulation application.

The consortium seeks further research
and development support and is inter-
ested in finding partners for marketing
agreements as well as information ex-
change and training. The team can, more-
over, offer consultancy. Findings are so far
kept as secret know-how.

Links:

CORDIS Technology Marketplace

Additional information and contact

Information on IST programme
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