
Innovation for generating greater
and better employments
Joaquín Almunia
Commissioner for Economic and Monetary Affairs

It seems difficult to discuss the fact that the promotion
of basic research, development and industrial innova-
tion - normally referred to as "R&D activities" - is es-
sential to guarantee the sustainable and strong
growth of the EU Economy. Specifically, in order to
offer a solution to a European economy with a growth
potential lower than 2 per cent that is suffering from
structural problems and loss of competitiveness.

In recent years the European Commission and the
Member States have reiterated the importance of
greater and better investment in R&D, as well as the
liability arising from Public Authorities and Economic
Agents. The European Council of Barcelona in 2002
proved this through its decision to set a given aim and
deadline as regards R&D investment - up to 3 per
cent of GDP by 2010. This fact is even more impor-
tant since our estimates show that reaching this 3 per
cent of GDP by 2010 might help to generate, between
now and 2015, 4.2 per cent of GDP and more than 3
million additional jobs at the European level.

Member States are starting to adhere to this commit-
ment, although there is still a lot to do. Our report to
the European Council to be held next March, adopted
on 25 January, clearly concludes that many Member
States must intensify their efforts in this respect.

The Commission, on the other hand, has undertaken
numerous initiatives. To quote but a few examples,
the Proposal for the Seventh Framework Programme
2007-13 and the Competitiveness and Innovation
Framework Programme. There are also some other
measures meant to improve the access and quality of
the educational and university system, the exchange
and free movement of researchers, R&D investment
on SME, a state aid regime favourable to innovation,
or the support for investment in human capital within
companies.

These efforts cannot succeed unless there is a clear
contribution from the private investment sector.
Therefore, assuring a proper and balanced level of in-
tellectual property protection is an extremely impor-
tant matter because it encourages innovation and
new goods, services and processes development, as
well as internal market development. The key to suc-
cess is to reach a balance allowing a suitable contri-
bution to innovation without overprotecting it, as this
might hold it back.

In recent years, the European Commission has pro-
moted the establishment of a legal framework at the
European level. To this regard, the establishment in
1994 of the Office for Harmonization in the Internal
Market in Alicante, together with the great success of
the Community Trademark and Design System, with
more than 1 million registered trademarks, should be
noted. The Community system for the protection of
Designs, in operation since 2003, has had similar
success. Companies benefit from both systems since

their costs are reduced; for example, the recent re-
duction of the fees for the renewal and registration of
registered trademarks should produce a savings of up
to 40 million Euros per year.

Completing the abovementioned legal framework re-
mains an urgent priority. The Commission has chosen
Intellectual Property as one of the seven horizontal
initiatives within the new Community Industrial Policy.
On the other hand, we are attempting to improve the
Intellectual Property protection beyond the Internal
Market frontiers through a better coordination with
other competent International Bodies, the promotion
of Intellectual Property protection under the commer-
cial transactions framework and the fight against
counterfeiting and piracy.

Nevertheless, there is still a lot to do in this respect,
particularly regarding pan-European patent protec-
tion. Reaching a good agreement on the Community
patent proposal would be a great step forward given
the clear economic benefits that would result from a
pan-European system of patent protection.

A good policy on technological innovation will provide
a fundamental contribution to the greatest competi-
tiveness of our economies. The Hampton Court Euro-
pean Council (October 2005) placed particular em-
phasis on knowledge, research and innovation as key
tools for the future of Europe as part of an integrated
and competitive global economy and for facing chal-
lenges, such as the aging population, and invited the
Commission to come up with new ideas and propos-
als. We are working toward this, and new initiatives
will be suggested shortly, in hopes that they will offer
a solution to an absolutely inescapable challenge for
Europe.
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Intellectual Property (IPR) management in FP7 projects
F. Moeschler, D. Dambois
European Commission, DG Research

1. INTRODUCTION

This paper summarises the Commis-
sion's intentions regarding the IPR pro-
visions for the 7th RTD Framework Pro-
gramme ("FP7"), as reflected in its re-
cent proposal for the Rules of Participa-
tion (adopted in December 2005). This
proposal still needs to be negotiated
with the Council and the Parliament.
Accordingly, this paper should be con-
sidered as being informal and provi-
sional.

In addition, this paper relates only to the
"mainstream" instruments of FP7, i.e. it
does NOT cover RTD actions relating to
Articles 169 (joint initiatives of Member
States) or 171 of the Treaty (joint under-
takings such as Joint Technology Initia-
tives or the European Research Coun-
cil).

2. ROLE OF IPR PROVISIONS IN FP
PROJECTS

It may be useful to remember that, in
the Framework Programme, the IPR
provisions have two main objectives :

· to promote the successful execu-
tion of a project (e.g. by making ap-
propriate access rights available to
the participants to perform their R&D
tasks) ;

· to promote the dissemination and in
particular the exploitation of results
(through specific provisions regard-
ing the ownership of results and
granting of licenses, etc.), not only
during but also, in some cases, long
after the end of a project.

To this end, the IPR provisions define
minimum conditions regarding the
knowledge put into and resulting from
FP projects (this is due to the fact that
all knowledge falls within a category of
intellectual property - be it copyright, a
design, a patent or a trade mark). These
provisions determine who owns a re-
sult; who can use it; who can publish it,
and what access parties have to each
others' background (i.e. what they all
have to bring to the table at the begin-
ning of a project).

In the early EC Framework Pro-

grammes, the IPR provisions of the
model contract were rather prescriptive
- it was a "one-size fits all" contract, un-
der which all participants were subject
to strict rules and had limited manoeu-
vrability to agree between themselves
on more flexible provisions suiting their
own particular concerns. This regime
was subject to extensive criticisms from
all parties - both large and small compa-
nies, and universities.

Under FP6, several changes occurred
to remedy this situation - the IPR provi-
sions of the model contract became a
set of minimum conditions that partici-
pants had to adhere to, and various de-
cisions regarding IPR were left to the
consortia to negotiate and agree in a
separate agreement (the consortium
agreement). This new flexible approach
was welcomed by the vast majority of
participants, though some (in particular
SMEs) face problems when negotiating
such consortium agreements with their
co-participants. However, this is often
due to a lack of in-house legal expertise
or of negotiating experience (especially
given the large size of some projects)
and not to the provisions themselves.

During the FP7 consultations on IPR, all
parties highlighted the need for as much
continuity 1 as possible, with simplifi-
cations and clarifications taking place
in specific, well-defined areas to further
improve the existing system.

3. COMMON PROBLEMS ENCOUNTRED
IN FP6 AND THE CHANGES ENVISAGED
FOR FP7

The problems and possible solutions
described within this section are based
upon stakeholder consultations and fre-
quent problems faced by participants in
managing FP6 projects.

On this basis, several changes to the
FP6 IPR provisions are envisaged as
outlined below.

3.1. Notification of the Commission with
respect to intentions (a) to transfer
ownership of results and (b) to make
publications

Under FP6, there are many situations in
which participants must give prior no-
tice to the Commission, mainly before

transferring ownership of results and
before making publications. This repre-
sents a significant burden for partici-
pants, and has rarely been enforced by
the Commission.

Under FP7, it is envisaged that partici-
pants intending to transfer ownership
of results to third parties would still
need to notify the other participants (in
the same project), who may object if the
transfer would adversely affect their ac-
cess rights. However, the requirement
to notify the Commission would be re-
moved, except in those few projects
where the Commission considers that it
should be kept (e.g. for security re-
search2).

In addition, participants would no
longer need to notify the Commis-
sion before publishing results,
though notification to the other partici-
pants would remain (who may object if
they consider that the protection of their
own results could be adversely affected)
since the disclosure of results could be
detrimental to other participants, but not
to the Commission.

3.2. Transfers of ownership to a specific
third party (such as an affiliate)

Under FP6, each and every intention to
transfer ownership requires a notifica-
tion (to the Commission and the other
participants), even when such a transfer
is to be made to an affiliate (or the
mother company) of one of the partici-
pants, or when all of the other partici-
pants have already agreed to transfers
to said affiliate.

Under FP7, transfers of ownership of
results to a specifically identified
third party (e.g. the mother company of
a participant) could be globally autho-
rised in a given project. This would re-
move the (current) need for the partici-
pant concerned to ask permission for
each and every transfer of results to the
third party concerned. It should be
noted that the ex-ante agreement of all
other participants would still be re-
quired.

3.3. Pre-existing know-how

Under FP6, participants are permitted to
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exclude specific pre-existing know-
how from the obligation to grant access
to other participants (prior to signature
of the EC contract). However this option
is misunderstood by many, leading
them to unnecessarily attempt to ex-
clude virtually all pre-existing know-how
(instead of relying on the existing limita-
tion that access can only be granted if
needed either to carry out the project or
to use the results).

Related to this is the definition of pre-
existing know-how that includes both
background and any knowledge ac-
quired in parallel with the project
("side-ground"). Such "side-ground" is
very difficult to exclude as opportunities
after the signature of the contract are
very rare).

Under FP7, it is intended to no longer
include "sideground" in the definition
of pre-existing know-how. To reflect this
change, the concept of "background"
would be used again, as was the case
in certain previous EU Framework Pro-
grammes (this concept is commonly
used in a R&D context.) Evidently, the
participants would still be free to grant
access rights to such results, but such
access rights would no longer manda-
tory.

In addition, under FP7, it is intended
that participants be able to freely de-
fine the background needed (i.e.,
what can be accessed) by the other par-
ticipants, either by keeping the FP6 ap-
proach3, or by identifying explicitly
which pieces of background would be
accessible. This will also make it possi-
ble to include the background of a spe-
cific department involved in a project (or
part of it), thereby avoiding concerns
that the background of the whole univer-
sity / company would need to be made
accessible.

3.4. Default joint ownership regime

FP6 provides for joint ownership of
project results where the participants
cannot clearly identify separate parts
(including in SME-specific projects). In
such cases agreement have to be
reached between the joint owners re-
garding the use and benefits of the re-
sults concerned. In the absence (or
pending the conclusion) of any such
agreement, the respective national IPR
laws apply (and the discrepancy

amongst them may cause serious man-
agement problems), some of which pre-
vent licensing to a third party without the
agreement of the other joint owner(s).

Under FP7, it is intended that, in the
absence of a specific agreement, a
default regime be introduced for joint
ownership situations. This would make
it possible for one of the joint owners to
grant a licence to a third party without
the agreement of the other joint
owner(s).

3.5. Conditions for access rights for use
purposes

Under FP6, the conditions applicable
to access rights for use purposes are
not the same for background and fore-
ground causing confusion. Moreover,
access rights to knowledge (results) for
use purposes are "on royalty-free condi-
tions, unless otherwise agreed before
signature of the contract". This may be
disadvantageous for universities and
other participants which do not have the
in-house capacity to exploit the results
themselves.

Under FP7, all access rights for use
purposes would need to be granted un-
der fair and reasonable conditions. This
includes the royalty-free option, but no
longer by default. Thus, it should be
beneficial for universities and other par-
ticipants having no direct exploitation
opportunities.

3.6. Exclusive licences

Under the current (FP6) provisions, truly
exclusive licences cannot be granted,
since participants may be required to
grant certain access rights to each other
up to two years after the end of a
project. In certain cases (especially in
the pharmaceutical sector, etc.), this
may be detrimental to the exploitation of
a project's results.

Under FP7, subject to the agreement of
all other participants, the owner of a
piece of knowledge would be allowed
to grant an exclusive license to a third
party. In addition, the length of time dur-
ing which access rights can be re-
quested (and thus, during which no ex-
clusive licences can be granted) would
be either one year or a different period,
possibly shorter (if agreed by the partici-
pants), after the end of the project.

4. FUNDING OF IPR EXPENSES

As in FP6, the costs relating to man-
agement of knowledge, including activi-
ties to disseminate the results and to
protect and manage intellectual property
(filing of patent applications, etc.), will
be eligible in FP7 projects under the
same conditions as R&D tasks, pro-
vided of course that they are necessary
for the execution of the project
(including the preparation of the use of
its results).

5. ASSISTANCE TO USERS

Many participants (especially SMEs and
academic institutions) face problems
when they need to negotiate and agree
on IPR provisions in consortium agree-
ments, given the complexity of some is-
sues, their lack of expertise and the po-
tential implications of their choices.

It appears that a large fraction of the
problems faced by (certain) FP partici-
pants regarding IPR issues do not result
from the IPR provisions themselves, but
from a lack of expertise by some
SMEs and academic institutions regard-
ing IPR management and negotiation,
which is aggravated in the larger
projects. To address these difficulties, a
number of measures (existing and new)
will be available under FP7 :

· Personalised assistance to consortia

FP7 participants, in case they do not
have access to knowledge/IPR man-
agement professionals in-house,
could regularly have access (e.g.
two days a year) to the services of
external consultants 4 in order to
assist them regarding these issues.
The outcomes of such meetings
could provide key input for the use
and dissemination plan, report on in-
novation-related activities, etc.

· IPR-Helpdesk5

This existing free-of-charge service
should continue to provide legal as-
sistance regarding IPR issues to FP
participants.

· Guidelines

The existing IPR guidelines 6

(relating to FP6) will be revised and
expanded into a specific version for
FP7, which should be available by
the launch of FP7.

The existing (draft) checklist for
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consortium agreements 7 should
also be updated for FP7.

1
Continuity was deemed essential in or-
der to avoid confusing participants and
to make it easier for former participants
to take part in FP7.

2
For security research, notifications to
the EC may be necessary when trans-

fers to third countries are proposed, for
example.

3
According to which all background can
be accessed by another participant if
the latter needs it, unless such back-
ground has explicitly been excluded
with the agreement of all contractors be-
fore starting the project

4
Such exploitation experts could take
various guises: IRC network members,
Patent Agents, etc,....

5
www.ipr-helpdesk.org

6
europa.eu.int

7
europa.eu.int

National Intellectual Property Rights: The Importance of Mediation in an
Increasingly Global and Technological Society
Jeremy Lack, Attorney & Mediator1

Our global society is increasingly de-
pendent on new technologies. One of
the consequences of this is the growing
recognition of the importance of intangi-
ble assets relating to these technolo-
gies, known as Intellectual Property
Rights (IPRs). The increasing impor-
tance of these new technologies and
IPRs is occurring at all levels - political,
social and economic. IPRs move and
travel freely across borders, whether via
the Internet or by accompanying individ-
uals in their travels. Yet, these same
IPRs are governed by national laws,
which vary in scope and effect as soon
as they cross borders, depending on the
country in which the IPR has been cre-
ated or is to be applied.

Despite attempts to harmonise these
laws at an international level (e.g., in the
fields of copyright, trademark, design
rights and patent laws), these IPRs are
territorial and only enforceable by na-
tional courts. This leads to inconsistent
results when litigated simultaneously in
several countries. In certain jurisdic-
tions, IPR disputes are deemed issues
of public policy or ordre public (e.g.,
where determinations of validity are in-
volved), rendering a multi-jurisdictional
technology or IPR-based dispute diffi-
cult to resolve by arbitration. The confu-
sion resulting from these disparate na-
tional IPR regimes and dispute resolu-
tion mechanisms affects all levels of so-
ciety.

This confusion creates great business
uncertainty in the private sector, affect-

ing multinationals and small and
medium-sized enterprises ("SMEs")
equally. Regardless of their size, the
livelihoods of all such companies may
depend on the enforceability of their or
their competitors' IPRs. An excellent ex-
ample of this is the current rounds of
patent litigation surrounding BLACK-
BERRY PDA devices. Furthermore, due
to new accounting requirements relating
to goodwill allocations, there is a grow-
ing need to better understand the im-
pact of IPRs on company balance
sheets. Alan Greenspan of the US Fed-
eral Reserve raised the question in
2003 of whether current methodologies
of company valuations, based on tangi-
ble assets and cash flows, are relevant
in a society that is increasingly depen-
dent on intangible assets. This question
is particularly worrisome when consid-
ered together with a recent PriceWater-
houseCoopers report that estimates
that, by 2007, more than 70% of the
value of the world's top 2,000 compa-
nies is likely to be made up of their intel-
lectual property assets. This is likely to
be a controversial field that could lead
to increased conflicts at all levels of the
private sector - from value creation
through to the value reporting and litiga-
tion risk assessments.

The influence of IPRs, however, is not
limited to the private sector. In both de-
veloped and developing countries there
is a growing debate as to whether public
or nationally-funded research and re-
sources should be published or pro-

tected by patents or other IPRs. Gov-
ernments are beginning to assert rights
in their national heritages (e.g., bio-
diversity), and to urge universities to
create technology transfer offices to cre-
ate and manage IPRs. The recent em-
phasis on the social and economic im-
pacts of IPRs (e.g., job and wealth cre-
ation, as well as improved products or
services) also leads to new debates
(and disputes) in international forums,
such as the WHO, WTO and WIPO. Ad-
ditionally, while all disputes are greatly
influenced by ethnic and national cul-
tural diversity, IPR-based disputes often
highlight new inter-cultural paradigms,
based on the wide range of stakehold-
ers involved in a dispute, who are typi-
cally motivated by different interests
(e.g., scientists, civil servants, investors,
industrialists, and entrepreneurs).

Mediation provides an excellent envi-
ronment in which parties involved in
complex IPR disputes or negotiations
(e.g., prevention of future disputes) can
safely discuss and assess their alterna-
tives within this complex and ever con-
fusing international arena. National
courts and arbitration tribunals can only
focus on past events and apply narrowly
construed national laws to the facts of
the case (which often lead to inconsis-
tent results as demonstrated by the
much-analysed EPILADY/Improver
cases in the 1990s). Mediation, on the
other hand, allows all national laws and
perspectives to be taken into account,
as well as community interests. The
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parties can agree to a solution based
not only on past facts, but also on future
needs, which respond to their true busi-
ness interests and not simply their
legally posited rights. The mediation
process allows parties complete flexibil-
ity over procedural and substantive is-
sues (subject only to anti-trust con-
straints). The process can still lead to lit-
igation or arbitration, but where the par-
ties may have agreed beforehand on
certain rules of procedure aimed at con-
trolling costs and accelerating time to
judgment (e.g., limiting discovery, what
questions to ask of which experts and
witnesses, and narrowing down the
number of legal points remaining for ad-
judication). The parties may also agree

to different outcome-based scenarios
depending on the court or arbitral
panel's decisions, whereby the parties
can agree to limit the consequences of
the decision in the future, such that they
are able to get rid of worst-case scenar-
ios and obtain business certainty earlier
on.

In summary, although mediation may
not provide a solution in all cases, it is
likely to lead to better, faster and
cheaper dispute resolution in an in-
creasingly complex IPR and technology-
based world, regardless of whether or
not the mediation itself results in a set-
tlement agreement.

1
Jeremy Lack is the Director and Gen-
eral Counsel of Medabiotech SA. He
also serves as counsel to Etude ZPG, a
Geneva-based law firm in Switzerland
and is a Door Tenant with Quadrant
Chambers in London, UK. He is an In-
tellectual Property lawyer and mediator
accredited by CSMC, CEDR, CMAP
and WIPO. For further information
please contact jlack@lawtech.ch

Some Comments on the Rejection of the "Software Patent" Draft Directive
Dr. Monika Namyslowska
Assistant professor at the Chair of European Law/ Faculty of Law and Administration & Lawyer at FP 6 Regional Contact Point
University of Lodz, Poland

On 6th July 2005, the European Parlia-
ment rejected the controversial draft di-
rective on the patentability of computer-
implemented inventions. This vote
ended more than three years of legisla-
tive procedure and intense debate be-
tween the Member States, large compa-
nies and SMEs, various organizations
and lobby groups, economists, lawyers,
IT professionals, citizens and even EU
institutions.

At first, Poland voted in favour of the
common position agreed upon by the
Council in May 2004 only to withdraw its
support later on, much to the surprise of
other Member States. During a second
reading, Poland opposed the common
position, blocking it in the Council and
lobbying in the European Parliament
against it.

Key issues

The central and most problematic ques-
tion raised by the lobbyist groups was
whether software (computer program)
should be patented and, if so, to what
extent.

The original proposal explained that
patent protection could be granted only
to computer-implemented inventions, for
example inventions that use software to
achieve their technical effect (e.g. mo-
bile phones), but not to computer pro-

grams as such.

To be patentable the computer-im-
plemented invention must be new, sus-
ceptible to industrial application and
have a technical character , i.e. make a
contribution to the existing state of the
art in a technical field which is not obvi-
ous to a person skilled in the art.

These requirements were consistent
with the case law developed by the Eu-
ropean Patent Office (EPO) under the
system of the European Patent Conven-
tion and with the national law of the
Member States.

Pros & Cons

The directive sparked such a fervent de-
bate because it would have had an im-
pact on all European business, not only
on software firms. Therefore, the
sharply divided opinions have shown
the contradictory interests of different
market participants.

The proposal's supporters, mostly large
software companies, have claimed that
computer programs themselves should
also be patented, not just the inventions
which are realised by means of com-
puter program.They have argued that
the new directive would:

· eliminate distortions of competition
caused by different patent systems

in the Member States;

· facilitate the free movement of
goods within the internal market;

· promote innovative industries by re-
warding creativity;

· lead to increases in R&D;

· stimulate employment;

· defend European inventions from
US and Japanese companies.

Many smaller companies and "open
source" software developers opposed
the draft directive, asserting that soft-
ware is sufficiently protected by the ex-
isting copyright regime. Critics have
pointed out that the proposed directive
would:

· extend the protection to pure com-
puter programs as such;

· concentrate patents in the hands of
large software firms, because ob-
taining and enforcing patents, as
well as the analysis of existing
patents and buying licences is ex-
pensive, difficult and long-lasting;

· discourage innovation by limiting
competitiveness and excluding
smaller firms;

· result in lower quality and more ex-
pensive software, as well as in a
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narrower variety of products;

· create a system similar to the US
model, which allows the patenting of
business methods, algorithms and
mathematical models.

It is not clear which approach is more
favourable to the market because the
impact of patents on innovation and
competition is not easy to assess and
prove. In the end, the dispute was not
only based on economic factors, but
also on political and social ones.

Although the draft directive's original
purpose was to harmonize the existing
situation, many doubts arose concern-
ing ambiguous amendments to the draft
as well as the presumed violation of
procedural rules during its legislative
process. It is not evident that the new
ruling, after numerous and inconsistent
modifications to the draft directive,
would have created transparent legisla-
tive borders leaving no possibility for
patents on pure software. Therefore the
rejection, although in and of itself con-
troversial, seems to be a reasonable so-
lution.

What's next?

The rejection by European Parliament
means that there will be no EU harmoni-
sation for patenting computer-imple-
mented inventions, and the existing sys-
tem will remain in place.

At present, software is protected by
copyright and in practice - in some ex-
tend - also by patent law. Copyright pro-
tects against the unauthorised copying
of original computer programs while
patents prevent third parties from using
the underlying technical solutions..

Pure computer programs are excluded
from patentability, whereas patents for
computer-implemented inventions may
be awarded either on a national basis or
by applying to the EPO for an European
Patent, which is a bundle of national
patents.

The application of 25 different national
laws leads to divergent interpretations
of the rules in effect. This obviously
leads to uncertainty over the legal posi-
tion and has negative effects on the
functioning of the internal market.

The European Parliament's decision did
not answer the question about new leg-
islative instruments concerning patents.
There will probably not be a new pro-

posal from the European Commission.
A possible alternative could be a regula-
tion on the Community Patent, which
would codify patent law on EU level for
the first time. The adoption of such a
regulation would bring the application of
national patent laws under the supervi-
sion of the European Court of Justice. It
would mean a stricter and more uniform
interpretation of patent law rules in EU.
Unfortunately, the Member States failed
to reach an agreement on this regula-
tion in 2004. Nevertheless, in January
2006 the European Commission
opened a public consultation on future
measures that may improve the patent
system in EU.

Despite all problems and doubts related
to creation of uniform paten law, clear
rules should be adopted, in order to es-
tablish efficient and balanced links be-
tween research and the patent law.

EE: e-government, e-voting and digital signing – benefits for IPR and every citizen
Sirje Tambaur
IT Manager
Estonian Patent Library

Estonia is dubbed E-Stonia by some -
not because of an excessive amount of
stones all over the country but because
of extensive use of various e-solutions.
Last year the 6th annual Worldwide Fo-
rum on Electronic Democracy held from
September 28-29 in Issy-
les-Moulineaux, (Paris, France) ranked
Estonia 4th on the list of the Top 10
Who Are Changing the World of Internet
and Politics for having the most ad-
vanced information infrastructure of any
formerly communist eastern European
state. This decision was taken based
mainly on 3 facts:

· 2nd in the world in Internet banking;

· 3rd in the world in e-government
system;

· Internet based e-voting system al-
ready used for local elections in Oc-

tober 2005 and will also be used for
national Parliamentary elections in
2007.

Actually this success is guaranteed by
state ICT policy, free and user-friendly
software for Windows, Linux or Mac
systems and soon a compulsory ID card
which can be used for visual and elec-
tronic identification, as well as for digital
signing. The backbone of many suc-
cessful Estonian database systems is
the X-road data exchange layer that en-
ables citizens, officials and en-
trepreneurs to securely peruse a large
number of national databases over the
Internet. Estonia has population of only
1.35 million people. The number of debit
payment cards was 1,125,454
(September 2005) and ID cards 867484
(November 2005). In November 2005
cashless payments by individuals ex-

ceeded 13 billion EEK and more than
30% of them were Internet bank credit
orders. The first ID cards were issued in
January 2002. According to government
information, every Estonian citizen must
have an electronic ID card by the end of
2006. The Internet voting system uses
the Estonian electronic ID card to iden-
tify voters and sign votes to avoid multi-
ple voting. Internet voting was possible
for 3 days before Election Day and it
was possible to void the electronic vote
by ordinary paper voting. 9,317 citizens
used e-voting during local elections in
October 2005.

Estonia also has other successful and
popular e-projects in the public sector
making our relations with the state
smoother - such as E-Tax Board, E-
Citizen, E-Transport Card, E-School, E-
Health, E-State Gazette, Paperless
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Government Session System, Today I
Make Decisions, Land Information Sys-
tem, etc. For example, in 2004, the Es-
tonian Tax and Customs Board elec-
tronically received as many as 66% of
declarations, 59% of the natural person
income tax returns and 86% of excise
duty returns.

What are the potential benefits of these
projects for the IPR system?

1. E-signing can prove your owner-
ship of the creation at a specific
moment. As the author of an idea,
design, product, article, perfor-
mance, etc. everybody wants to pro-
tect created intellectual property –
even as a purely moral right if author
is not interested in economic rights.
Not everybody has the opportunity
or desire to protect products and de-
signs as industrial property. Copy-
right has only an unregistered pro-
tection form and the same is true for
unregistered Community design.

Using the free digital signing sys-
tem, every citizen of Estonia can
make a digitally signed archive of
his own creations. These signed
documents (not only text, also draw-
ings or photos) are proof in court
that a particular document was
signed by a particular person, at a
particular moment. The Certification
Centre logs signatures and certifies
that this document was signed by
the authorised person on the given
date and time (similar to adding a
postage stamp and envelope to the
document). After being signed, the
file has a specific extension and

cannot be changed without making
the signature void. When this file is
sent to the someone else, they can
get certification as to who signed
this document, at what time and
whether or not this signature is still
effective. And, if needed, sign the
same document, for example a con-
tract.

2. E-systems save time and we will
therefore have more time to cre-
ate. The paper document circulation
system usually takes more time to
fill in and deliver to the state author-
ity. Who likes to spend time in a
queue just to submit or receive doc-
uments? Plus, time and money to
get to this place and hold this office
(as we are all taxpayers).

3. Good e-systems reduce the num-
ber of errors. After successful au-
thorisation, we can use information
provided earlier. For example, in-
come declarations of natural per-
sons are already pre-filled forms
with data provided earlier to the Es-
tonian Tax and Customs Board by
employers or other taxpayers, if the
collected sum is subject to the in-
come tax reduction.

4. The Internet brings rural areas
closer to the state. Living in the
beautiful countryside will not leave
people feeling left out. Home com-
puters with affordable permanent In-
ternet connections eliminate many
unnecessary rides and make it pos-
sible to do professional work at
home. A special state project is un-
derway to provide a good Internet
connection to everywhere in Esto-

nia.

I have been enjoying the benefits of
the Estonian ID card since 2002 and
hope everybody in the world will
soon have these conveniences too.

Additional information sources:

· Top 10 Who Are Changing the
World of Internet and Politics list
www.politicsonline.com

· Recommendation Rec(2004)11
adopted by the Committee of Minis-
ters of the Council of Europe on 30
September 2004 and explanatory
memorandum on Legal, Operational
and Technical Standards for E-
voting www.coe.int

· Estonian digital signing and ID-card
project www.sk.ee

· Best practices in Estonian Public
Sector www.riigikantselei.ee

· Estonia - Official State Web Center
www.riik.ee

· Bank of Estonia - financial sector
statistics www.eestipank.info

· Estonian Tax and Customs Board
Annual Report 2004 www.emta.ee

· Estonian Informatics Centre, Data
Exchange Layer X-Road www.ria.ee
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Patent of the month

A tooth that treats you

Intellidrug - a European Union funded
research project enters a trial phase.
Soon an oral drug delivery device
placed in the mouth next to the patient's
teeth, allowing them to eat and speak
without impediment will become an ev-
ery day reality.

Intellidrug is a project that focuses on
developing new resolution in pharma-
ceutical technologies. A new smart oral
drug delivery device is the answer to the
problems of people who suffer from
drug addiction or long term diseases.
The product provides them with a new
non-invasive and precisely controlled
drug delivery tool.

The device is placed in the mouth in a
removable dental appliance. It looks like
a natural tooth and allows the patient to
speak and eat freely. These "smart
teeth" contain medicine and a micro-
system, which controls the whole pro-
cess. This allows the medicine to be re-
leased in a controlled manner according

to the patient's needs for as long as it is
necessary. After that, the container can
be reloaded with fresh medication in a
simple non-invasive way. Since the sys-
tem includes a remote control tool, it is
possible to steer the treatment process.
The remote control also informs the pa-
tient and physician about the need for
refilling.

This method of drug delivery could re-
place injections, which cause pain and
often infections. Moreover, the blood
level of pharmaceutics is better con-
trolled than in the traditional way, which
may reduce many side effects.

This revolutionary device is a product of
the work of a team of researchers from
Germany, Poland, Italy, Spain, Israel
and Switzerland. It is expected to be on
sale in 2007.

Project presentation

One of the patent applications covering
the invention

© Copyright Intellidrug

Heat your house using corn High fossil fuel prices, as compared with
low corn prices, have spurred an inter-
est in burning shelled corn to produce
heat for domestic heating purposes. Dry
corn is easy to handle and delivers a
fair amount of energy when burning.

Try to retrieve patents relating to corn
stoves using esp@cenet®

More info on this technology is available
online.

Solution to the last quiz: the water mill1

The current oil shortage is giving rise to
new searches for efficient alternative
electricity-generating systems. Some
companies are actively developing
windmill generators adapted to flowing
water to capture energy from the sea's
currents.

Find patent documents covering elec-
tricity-generating water mill systems by
using esp@cenet®.

Step one: To retrieve such patents, one
can define the most important aspects of
the invention - common technical features
that may be found in patents relating to
the subject - and, for each concept, define
the most comprehensive set of synonyms
covering it. This set of synonyms can
then be combined to make up keywords
in the patent database.

In our case, the following concepts -
groups of synonyms covering the differ-
ent aspects of the invention - can be de-
fined:

1. Sea, ocean

2. stream, current, tide, flow

3. mill, turbine

4. power, generator, electric*

The combination "sea power stream"
yields an interesting list of documents.

By browsing through this first list, rele-
vant patents can be found, such as:
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JP2004068638, Ocean current power-
generating device

US4524285, Hydro-current energy con-
verter

This list can be supplemented by
searching another combination: "sea
turbine generator”, which yields addi-
tional documents:

WO2005061886, Hydrodynamic turbine
for sea currents

GB2410983, A device for converting
ocean wave energy into electrical en-
ergy

GB2394514, Ocean driven turbine gen-
erator with guide channel

The search can be extended by using
additional keywords or by using the
patent classification system.

Step two: continue the search using the
classification symbols assigned to the
relevant documents retrieved

Various classification symbols have

been assigned to the relevant patents.

The best symbols are the ones corre-
sponding to machines or engines for liq-
uids producing mechanical power: F03B

Slightly more specific, it is also possible
to use F03B13/12 and all its subdivi-
sions corresponding to systems that use
tide of wave energy

Combining F03B with the keyword
"stream or current" provides a long list
of documents, almost all relevant and
many of which lead to additional rele-
vant records:

EP1606513, Submerged water current
turbines installed on a deck

WO2004083629, Submerged power
generating apparatus

This preliminary search indicates that
the number of relevant patent docu-
ments is very high. To enter this field, it
is essential to perform an adequate
prior art analysis to prevent duplicating
research efforts and to avoid infringing

third party patents. The complete analy-
sis requires professional expertise avail-
able from national patent offices or
patent attorneys.

More information on this technology and
its actual use can be found on sites of
companies marketing this kind of sea
turbine:

Hammerfest Strøm AS

SMD Hydrovision

Blue Energy

1
www.ipr-helpdesk.org

IP eModules

Quick IP steps when launching a re-
search project 1

The 80-20 approach applied to RTD
projects

Usually 80% of what you want to
achieve can be obtained investing only
20% of the total resources needed to
achieve 100%. In this module, we will
attempt to give you some hints on how
to very quickly perform some basic
checks that can help you avoid major
setbacks at a later stage.

Technology checks

As demonstrated in our regular
esp@cenet® quiz, a quick patent
search can prevent major missteps
when starting a research project. It en-
ables you to detect what has been done
by others in your field, can prevent legal
issues when exploiting a product cov-
ered by a valid patent and can inspire
further developments.

The best approach is to first conduct
this search yourself using esp@cenet®.
This search should be considered nei-

ther a definitive examination of the inno-
vative value of your invention, nor a
guarantee that you will not infringe
somebody else's rights.

Both these questions must be examined
by professional experts best found via
your national patent office or your
patent attorney.

An example: the sea turbine

The results and the methodology for
performing a first check on this technol-
ogy can be found in the solution of the
last quiz under esp@cenet® quiz.

From this search it is possible to draw
essential conclusions:

· The field is heavily patented and
seems very active.

· A very specific idea may still de-
serve a patent. Before entering any
research, a deeper analysis is nec-
essary to see whether it is covered
by a patent.

· Many companies already market
this type of product.

· Succeeding in developing and mar-
keting your product is far from obvi-
ous.

In this case, it is reasonable to state that
this first quick search brought results on
which you can base a decision on
whether or not to continue your re-
search project.

Copyright Hammerfest Strøm

Name checks

When developing a new product you
want to market, it is necessary to
choose the right name or trademark for
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your product. Without getting too caught
up in legal considerations, there are
some very basic checks that can be
completed before starting the formal
trademark registration process.

Finding a good name

There is no recipe for finding a good
name, but here are some sites and tools
that can help you:

Branding is much more than just attach-
ing a name to a product

How to find a great domain name: some
tools can be used for branding purposes

Anagram search

A very inspiring list of company name
etymologies

You must keep in mind that this process
can also be conducted by branding pro-
fessionals.

Very early checks

To check whether your name is likely to
be protected you can conduct a Google
check by searching for it using Google.
This is a good indication of its frequency
of use in all contexts.

A domain name check is also a must: if
it is available it is advised to immedi-
ately register a specific domain name;
this is an inexpensive operation that can
prevent later headaches.

The trademark availability check is a
more complex process, but an initial
search using the US database and the
European Union one will provide you
with basic indications.

An example: the sea turbine

If we keep our example of a new sea
turbine, such a name choice could be
made using the anagram tool.

Entering sea stream in this search tool
you obtain the following list

You can pick part of a name like
Seamer for instance. In Google first in-
dications on this name show heavy us-
age.

Since the domain name seamer.com is
already taken, it is advised to continue
the quest for a better name.

The word mixer tool can offer additional
ideas.

Sea Stream Turbine results in interest-
ing names like SeaTurbi, which yield no
result in Google, which means it may be
available.

A dot com domain name registration is
also possible since SeaTurbi.com is not
yet taken.

A trademark search can be the next
step. Seaturbi searched in the US trade-
mark database yields no result. Please
be aware that further checks are
needed to make sure you are likely to
obtain a valid trademark.

A Community Trademark search yields
no results either.

These are some checks that can be
done before entering a more formal reg-
istration process where your trademark
attorney will be of help.

Further reading
Technical Checks

esp@cenet quiz: in each issue of this
Bulletin

Professional searches via patent li-
braries: the EPO PATLIB network.

Name choice

Word mixer tool

Anagram tool

Domain Name availability

Domain name availability database

Registering a domain name is easy and
cheap. Companies offering this service
include:

www.gandi.net

www.namesecure.com

For a more comprehensive overview of
registrants check this list

Trademark search

The USPTO trademark database

The Community trademark database

More trademark databases

Trademarks

Basics about trademarks

More on trademarks

1
This section is aimed at providing our
target users with a small web module to
enhance their IP knowledge. It targets
researchers or persons who need basic
IP knowledge at work.

Each module will tackle a specific sub-
ject using material and examples avail-
able from the Web.

RTD eModules

Commercialisation of project results

Participants in EU projects funded un-
der the Sixth Framework Programme
(FP6) are encouraged to exploit their
project results. The FP6 rules suggest
the "use" of the results (see Article
II.34.1 of Annex II), meaning their utili-
sation in research activities as well as

"marketing a product or process" or "pro-
viding a service" (see Article II.1-30 of
Annex II).

Basic considerations for
commercialisation

The FP6 rules are flexible and enable
participants to undertake commerciali-

sation activities themselves or to grant
licences to third parties, including par-
ties not established in a Member State
or in an Associated State. Even a trans-
fer of ownership of project results to
third parties is possible upon prior no-
tice to the Commission and to the other
participants.
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Commercialisation of project results
may also involve the creation of a new
legal entity, under a national law, e.g. a
company with limited liability or a stock
company, or under European law, e.g. a
European Interest Grouping (EEIG) or a
European Stock Company (SE).

Licensing agreements

Licensing agreements represent the
typical means for commercialisation,
where the owner of the project results
and related intellectual property rights
(the licensor) grants defined user rights
to another party (the licensee), e.g. the
rights to produce and sell products un-
der a patented technology.

Not only a patented technology, but all
kinds of intellectual property rights can
be the subject of a licensing agreement.
In the case of granting a non-exclusive
licence the licensor remains free to
grant non-exclusive user rights for the
same subject to other parties and there-
fore can spread his risk of a successful
commercialisation by benefiting from
the efforts undertaken by a number of li-
censees.

In contrast, under an exclusive licence,
only the licensee enjoys user rights. As
the success of exploitation depends on
the commercialisation capacities and ef-
forts of one licensee, the licensor takes
a high risk. Nevertheless, the risk can
be reduced by limiting the scope of ex-
clusivity, e.g. by granting user rights re-
lated only to a certain territory or to a
defined field of application, thus leaving
unaffected territories or other fields of

applications at the licensor's disposal.

Impact of rights of the other participants
and the Commission under FP6 rules

All types of licensing agreements and
the transfer of intellectual property rights
to third parties or to legal entities in
charge of exploitation must comply with
the obligations under the FP6 rules, in
particular the obligation to grant access
rights to the other participants (see Arti-
cles II.32.4 and II.35 of Annex II).

Exclusive licensing to third parties is not
truly possible as long as other partici-
pants can request access rights, a pe-
riod of 2 years after the project's end or
after the termination of the participation
of a participant, or even longer if agreed
upon in the consortium agreement. An
exclusive licence to a third party would
infringe the access rights, particularly if
a participant claimed access rights for
exploitation purposes.

It should be mentioned that the Com-
mission and the other contractors are
exceptionally entitled to oppose a trans-
fer of rights to a third party, and the
Commission is entitled to object to the
granting of licences to a third party,
(particularly) where it is not established
in a Member State or Associated State,
if this would not comply with the inter-
ests of developing the competitiveness
of the dynamic, knowledge-based Euro-
pean economy, or would be inconsistent
with ethical principles (see Articles
II.32.5 and II.35.1.b of Annex II).

Other means for commercialisation

The participants can establish joint ven-
tures, which are strategic alliances be-
tween two or more parties to undertake
economic activity together. Joint ven-
tures can complement the partners´
skills and offer a network presence in
different countries.

Other means just for producing and sell-
ing project results which represent prod-
ucts ready to be launched on the mar-
ket, are manufacturing/production
agreements, sales (representation)
agreements and simple distribution
agreements.

Further information

· A survey of commercialisation meth-
ods is presented in the IPR-
Helpdesk document "Survey of tech-
nology transfer-means for the ex-
ploitation of project results under
FP6"

· For the choice of the appropriate le-
gal entity for exploitation purposes
see the IPR-Helpdesk document

· The IPR-Helpdesk document "Core
Content of Licensing Agreements"
explains the basic content of licens-
ing agreements
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